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Introduction

e The Community Trade Mark BLACKSTONE'S GUIDE TO THE
TCOMMUNITY
RADE MARK

e The Community Trade Mark - then and now Ruth Anniand & Helen Norman

 The Max Planck Institute Study Proposals
and the draft changes to the Community
Regulation and Trade Marks Directive

e The CJEU decision in “IP TRANSLATOR’ -
where does the law stand?

« Validating Use of a CTM Registration
following the CJEU decision in “‘ONEL/OMEL’
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The Community Trade Mark

* Aunitary right

* Administered by OHIM

» Ex officio absolute grounds
examination only

* Locus standi to file
opposition/cancellation on
relative grounds

« Conversion mechanism

» Seniority mechanism

» Cost efficient and effective

» Asuccess story following in the
great EU traditions of wine lakes
and butter mountains
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Ch..Ch..Ch..Changes at OHIM

OFFICE FOR HARMONIZATION
I THE INTERMAL MARKET
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e Now*
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e Then
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Ch..Ch..Ch..Changes at OHIM

e Then

e Now

RATBERT, MY COMPANY
I35 HIRING FOR GUR
QUALLITY ASSURANCE
GROUP. YOU'D BF PFRFECT.

) WHAT WOULD
L HAVE TO DO

DILBERT

SEOTT ADAKS

S.Adams E-malli SCOTTADAMS BAOL.COM

YOU GOULD FIND FLAWS
IN QUR NEL PRODUCT,
THUS MAKING YOURSELF
AN OBTECT OF INTENSE
HATRED AND RIDICULE.

)

?/if4s © 1998 United Fesiure Syndicata, Ing.{NYC)

BUT THEN YOU'D FIX

THOSE FLAWS... AND

YOUR RESPECT FOR ME
WOULD GROW TNTO

A SPECTAL BOND OF oy
FRIENDSHIP, WE SHIP|
RIGHT?! :

/
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Ch..Ch..Ch..Changes at OHIM

e Then

e Now
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The MPI Study

The Institute focused on:

* investigating the views of the relevant stakeholders in the
European trade mark systems (on the basis of the
contributions received, the Institute organised two
hearings with representatives of the various associations
in June 2010);

» collecting information from national trade mark offices,
in particular information on structure, procedures,
enforcement and co-operation with users and with OHIM;

and Study on the
Overall Functioning

_ ) of the European
* arepresentative survey among users of the Community Trade Mark System

Trade Mark (**CTM”’) system which was conducted in
February and March 2010 by the Institut fir Demoskopie
Allensbach.
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The MPI Study Proposals and the draft
changes to the Community Regulation

1. Genuine Use

2. Distribution of renewal income to National
offices
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3. Removal of 1 month period to pay filing fee = A O Ne s
ivPreferred

JA+KEMP



The MPI Study Proposals and the draft
changes to the Community Regulation

4. Shortening the Opposition period

\ AUl Purpose
| Shortening |

i |

5. Reduction of opposition term in respect of EM
designations under IR

6. Deletion of the 2 month period to provide the
statement of grounds of appeal
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The MPI Study Proposals and the draft
changes to the Community Regulation

7. Current regime on searches - no
relative grounds examination - no
presumed validity

8. Filing Applications through National
Offices

9. Class fees
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The MPI Study Proposals and the draft
changes to the Community Regulation

10. Graphical Representation

11. Seniority

12. Non-use calculation period
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The MPI Study Proposals and the draft
changes to the Community Regulation

13. Goods in transit

14. Comparative advertising A,,_,;-.m_;;s spoken. |
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IP Translator

Case C-307/10 Chartered Institute of Patent Attorneys
v Registrar of Trade Marks (CJEU Decision 25 June
2012; decision of UK Appointed Person Geoffrey Hobbs
QC May 2013)
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» Use of class headings

« Test case - divergent practice between UK/OHIM

« Specifications must be clear and precise

e The fall-out from the decision - OHIM’s interim
responses

 The Taxonomy Project

» Are specifications inflation proof? (find out at the
FICPI Open Forum - Sorrento)
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Validating use of a Community Trade Mark
following the Omel/Onel case

Case C-149/11 Leno Merken v Hagelkruis Beheer B.V.

(CJEU decision of 19 December 2012)

Article 15(1) of Council Regulation (EC) No 207/2009 of 26 0 n e l
February 2009 on the Community trade mark must be

interpreted as meaning that:

(1) use of a Community trade mark within the borders of a
single Member State is not, of itself, necessarily
sufficient to constitute genuine use of that trade mark,
but

(i) it is possible that, when account is taken of all relevant
facts, use of a Community trade mark within an area
corresponding with the territory of a single Member State
will constitute genuine use in the Community.
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Validating use of a Community Trade Mark
following the Omel/Onel case

e Genuine use in the Community is use
that, when account is taken of the
particular characteristics of the relevant
market, is sufficient to maintain or create
market share in that market for the goods
and services covered by the Community
trade mark.
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summary

Continued European harmonisation
Fear that the quality of examination and
administrative opposition/cancellation
decisions will suffer
FICPI position paper
Attendance at the forthcoming EC Commission
hearing in Brussels - June 2013
— Anticipated changes to Regulation - 2013
— Anticipated changes to Directive and
National law - 2014
Further judge-made law seeking to please
everyone but in fact pleasing nobody
Watch this space!
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Any Questions?

PATENT ATTORNEYS = TRADE MARK ATTORNEYS
LONDON e OXFORD e MUNICH

14 South Square, Gray’s Inn, London WC1R 5J3J
T +44 20 3077 8600 F +44 20 7242 8932
mail@jakemp.com www.jakemp.com




